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DETAILED ACTION 

Claims 1-8 and 25 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. Specifically there is no 
support for using both the first and the second frequency to transmit information during the time the 
carrier frequency switches from one value to another, i.e. there is no support for an invention were both 
the first and second frequencies are on at the same time. Note that the present claim language is not the 
most clear language and accordingly this rejection is based on one interpretation of the claim language 
and the most reasonable interpretation of the claim language. 



Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 1-8 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Uriya 
5,408,201 (Uriya). 
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FIG. 1 

(PRIOR ART) 
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Figure 1 of Uriya. 

Figure 1 and the relevant text of Uriya discloses a frequency synthesizer having a fixed frequency 
generator formed by the PLL "2" and reference signal generator "1". (Note that when the frequency of 
elements "1" and "2" are selected, that this frequency generator generates a constant or fixed frequency. 
Also note that while this fixed frequency generator has an additional function to that disclosed by 
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applicant's disclosure in that the fixed frequency of Uriya is that is selectable i.e. different channels can 
be selected, the device "1" and "2" of Uriya may never change channels and thus would be the same fixed 
frequency generator as that meant by applicant.) 

Figure 1 and the relevant text of Uriya also disclose a variable frequency generator in the form a 
modulator formed from elements "3" and "4". Uriya is not clear on the exact modulator used or 
employed. A FM modulator or an fsk modulator are well-known art-recognized equivalent modulators 
for a wireless device. Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to utilized a FM modulator for Uriya because as the Uriya reference is silent 
on the exact structure of the modulator one of ordinary skill in the art would have been motivated to use 
any art-recognized equivalent modulator such as the FM or a fsk modulator. 

As to the limitation that the variable signal is independent of the fixed frequency generator note 
the lack of any connection between these elements in Uriya. Only the outputs are combined like in 
applicant's disclosed invention. Also note the mixer 5 of Uriya combines the fixed frequency signal and 
the variable frequency signal to provide at least a first frequency and a second frequency. Also note that 
the carrier frequency switches or hops between these two frequencies, i.e. the invention made obvious 
above is in "the frequency hopping mode". 

Applicant has amended the claims to recite: that "the carrier frequency signal is associated with 
an ultra-wide band (UWB) system operating in frequency hopping mode..." and (i the carrier frequency 
signal operates at the first frequency during a period of time, operates at the second frequency during a 
second period of time and switches between the first frequency and the second frequency in an amount of 
time sufficient to exchange information in the frequency hopping mode using both the first frequency and 
the second frequency". 

As to the term "is associated", this term is very broad. The examiner has tried to point this out 
to the applicant previously. The claims now recite that "the carrier frequency signal is associated with an 
ultra-wide band (UWB) system operating in frequency hopping mode...". This simply does not say that 
the frequency synthesizer is part of a UWB system or is used in a UWB system (See claim 6 addressed 
below.). The claimed invention has to be read broadly and the claimed frequency synthesizer structure 
could be in the same room as a UWB system and therefore the signal carrier frequency transmitted from 
the frequency synthesizer would be "associated with" the UWB system. Also however, accordingly, as 
most of the claims are drawn to the structure of the frequency synthesizer and not the UWB system then 
what the UWB system does, what it is made of and how it operates has no bearing on the structure of the 
claimed frequency synthesizer, because the UWB system is not part of the structure of the frequency 
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synthesizer (See MPEP 2114). The carrier frequency signal of the frequency synthesizer is merely 
somehow "associated with" an UWB structure that may have many attributes. As pointed out previously 
and below the frequency synthesizer structure is "fully capable of being used in a UWB system", for 
example the device of Uriya could be used a modulation means. 

With respect to the limitation of "using both" the first and the second frequency as reproduced 
above if applicant is setting forth merely an amount of time it takes to hop or switch then the claims just 
does not say much, i.e. the claims are very broad for all systems that switch frequencies i.e. hop require a 
finite amount of time. It is noted that applicant also just has not pointed out where support for this 
appears in the original disclosure. It is just not clear to the examiner what applicant may have meant for 
just like applicant's system when the first frequency is output this conveys information and then the 
frequency is switched to the second frequency this conveys information. The conveying of information is 
the exchange of information from the system made obvious above and some other location. This is how 
the disclosed invention operates and so the examiner is at a loss as to what applicant may have meant by 
this. For examining purposes the prior art is seen as anticipating this language. Also note that MPEP 
21 14 is very clear that in claims drawn to structure the patentable difference must be that of structure. In 
the elected invention of Figure 2A this invention shows block diagrams or so called 'black boxes". No 
specific structure is associated with these boxes or diagrams and therefore the structure contained therein 
is conventional. Uriya also shows the use of black boxes for these elements and as these are conventional 
as well these elements could be just as capable of frequency hopping just like that of applicant's 
invention. However in the interest of compact prosecution while Uriya is silent on the speed as which the 
frequency changes, the selection of the speed is merely part of the optimum or workable range which has 
been long held to involve routine skill in the art. It would have been obvious to one having ordinary skill 
in the art at the time the invention was made to select the changing of the frequency of Uriya to be within 
the fast-hopping rate, since it has been held that where the general conditions of a claim are disclosed in 
the prior art, discovering the optimum or workable ranges involves only routine skill in the art. In re 
Aller, 105,USPQ 233. 

With respect to claim 2 the variable frequency generator has an output that is not connected back 
to the other components of the variable frequency generator (Note above the reference to Figure 1 that 
clearly shows this feature.). 

With respect to claim 3, here the optimum or workable range is recited. Specifically, claim 3 
recites that the variable frequency generator "settles" substantially faster than the fixed frequency 
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generator. There is no specific definition given for the term "settles" and the claims are silent on where it 
settles from. It could be when the power is first applied as compared to each frequency generator or it 
could be when the power is first applied to the fixed frequency generator as compared to the time it takes 
for the variable frequency generator to settle when a change in frequency occurs. How fast a frequency 
generator settles is the result of a result effective variable. For example it could be because of the 
selection of the value of the capacitance in the oscillator circuit that determines how fast or how slow the 
oscillator "settles". It is merely common sense that the variable frequency generator settles much more 
quickly than the fixed frequency generator for the variable frequency generator is to change frequency 
"quickly" in Uriya and the fixed frequency is to remain fixed. However, the selection of how fast an 
oscillator settles is merely the selection of the optimum or workable range that has been long held to only 
involve routine skill in the art. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to select the variable frequency generator to settle faster than the fixed 
frequency generator, since it has been held that where the general conditions of a claim are disclosed in 
the prior art, discovering the optimum or workable ranges involves only routine skill in the art. In re 
Aller, 105,USPQ 233. 

With respect to claim 4, note the mixer referenced above. 

With respect to claim 5, here a functional statement of intended use is recited. Applicant intended 
to utilize the frequency synthesizer in a transceiver. Uriya clearly utilizes the frequency synthesizer in a 
transmitter. However, it is well know (The examiner takes Official Notice.) to combine the functions of a 
receiver with a transmitter so as to make for a more compact overall structure a more reliable transmitting 
and receiving operation. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide a receiver as part of the structure of Uriya as well so as to make for a more 
reliable and compact structure as is well 
.known in the art. 

With respect to claim 6 here again applicant recites a functional statement of intended use. 
Applicant intends to utilize the frequency synthesizer in an ultra-wide band system (UWB). As the 
structure of Uriya is fully capable of being used in a UWB system claim 6 does not present a patentable 
distinction over Uriya. Note that Uriya is silent on the bandwidth of the components that make up the 
device and the claim 6 does not recite where in a UWB system applicant intends to use the frequency 
synthesizer structure. The structure of Uriya could be utilized as a modulation means or as the main 
transmission structure itself. (See MPEP 2114, and 21 1 1 .02 and in particular note In re Schreiber, 128 
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F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. Cir 1997)). In the interest of compact prosecution, the 
following interpretation is offered. The selection of the bandwidth of the system of Uriya is merely the 
selection of the optimum or workable range that has been long held to only involve routine skill in the art. 
It would have been obvious to one having ordinary skill in the art at the time the invention was made to 
select the bandwidth of the system of Uriya to be that of UWB signal thereby making a UWB system, 
since it has been held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. In re Aller, 105, USPQ 
233. 

With respect to claim 7, the modulator 4 is a fast switching component and the source 3 is a 
signal generator. 

With respect to claim 8, the signal generator of Uriya clearly generates a plurality of signals, i.e. 
different frequencies. The fast switching component would the fsk or frequency modulator. 

The structure made obvious above includes the recited and claimed method steps because these 
steps are a part of the functioning of the device. However, in the interest of insuring that the examiner's 
position is not misunderstood the following analysis is offered. 

The device disclosed or made obvious above involving Uriya clearly includes the step of 
generating a fixed frequency (See fixed frequency generator noted above.) and the step generating a 
variable frequency signal (See variable frequency generator above.). Also as noted above that the fixed 
frequency signal is generated independently of the fixed frequency signal (Note Figure 1 of Uriya.). 
Uriya also includes the step of combining the fixed frequency signal and the variable frequency signal to 
provide the "frequency hopping mode". (Note the mixer.) 

Response to Arguments 

Applicant's arguments with respect to claims of record have been considered but are moot in view 
of the new ground(s) of rejection. However, the examiner offers the following to help make clear the 
position of the office. 

The claims of the previous amendment recited that "the carrier frequency signal switches from a 
first wireless channel to a second wireless channel and information is exchanged using the first wireless 
channel and the second wireless channel". The prior art clearly provides for this as noted previously for 
information is exchanged from the transmission system of Uriya to some other location at every wireless 
channel or frequency. 
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As the newly submitted claims are understood these claims presents new matter. Claim 1 for 
example now reads "the carrier frequency signal operates at the first frequency during a period of time, 
operates at the second frequency during a second period of time and switches between the first frequency 
and the second frequency in an amount of time sufficient to exchange information in the frequency 
hopping mode using both the first frequency and the second frequency The claim language is unclear 
for is the claim merely limited to solely an amount of time that happens to be any finite amount or is 
applicant setting forth that the first and second frequencies are being used at the same time to allow for 
information to be exchanged "using both the first frequency and the second frequency"? 

If applicant is setting forth merely an amount of time then the claims just does not say much, i.e. 
the claims are very broad for all systems require a finite amount of time. It appears that a finite amount of 
time is all the claim is saying. Applicant also just has not pointed out where support for this appears in 
the original disclosure. Furthermore, there is no limiting, i.e. specific definition, of "frequency hopping 
mode" in the original disclosure. Accordingly, the examiner must give the broadest reasonable 
interpretation to the term. Thus the prior art of Uriya being a system that frequency hops, i.e. it changes 
frequency, would always be in a "frequency hopping mode". The "mode" is that of frequency hopping in 
Uriya. The time it takes to switch from one frequency to that of another there will always be of a finite 
value. 

If applicant really meant for information to be exchanged "using both the first frequency and the 
second frequency" i.e. the system simultaneously transmits at the first and second frequencies then this 
clearly presents new matter. The system disclosed by the original disclosure is one where the frequency 
is switched not one that transmits simultaneously at two frequencies. There simply is no support for using 
both the first and the second frequency to transmit information during the time the carrier frequency 
switches from one value to another. Again applicant has not provided where in the original disclosure 
support for this amendment occurs and specifically where is the support that recites that both the first and 
second frequencies are on at the same time can be found. 

As far as the prior art is concerned the examiner will read the claims broadly in that there is 
always an amount of time it takes to switch from one frequency to another in the prior art of Uriya. And 
accordingly this time being finite would be large enough in Uriya that if both frequencies were 
transmitted at the same time that information would be exchanged from the two frequencies to lets say a 
remote receiver. The examiner will read the claims as not requiring the device to transmit both the "first" 
and the "second" frequencies. 
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As to the term "is associated", this term is very broad. The examiner has tried to point this out to 
the applicant previously. The claims now recite that "the carrier frequency signal is associated with an 
ultra-wide band (UWB) system operating in frequency hopping mode...". This simply does not say that 
the frequency synthesizer is part of a UWB system or is used in a UWB system (See claim 6). The 
claimed invention has to be read broadly and the claimed frequency synthesizer structure could be in the 
same room as a UWB system and therefore the signal carrier frequency transmitted from the frequency 
synthesizer would be "associated with" the UWB system. Also however, accordingly, as most of the 
claims are drawn to the structure of the frequency synthesizer and not the UWB system then what the 
UWB system does, what it is made of and how it operates has no bearing on the structure of the claimed 
frequency synthesizer, because the UWB system is not part of the structure of the frequency synthesizer 
(See MPEP 2114). The carrier frequency si gnal of the frequency synthesizer is merely somehow 
"associated with" an UWB structure that may have many attributes. That is just so very broad. As 
pointed out previously the frequency synthesizer structure is "fully capable of being used in a UWB 
system", for example the device of Uriya could be used as modulation means. Claim 6 is merely a 
statement of intended use 

If applicant wants to claim the combination of a UWB system that includes the frequency 
synthesizer then applicant should positively claim this combination. However, note that the elected 
invention is to the structure of the frequency synthesizer method of operating this synthesizer as applicant 
has elected Figure 2A. If applicant insists that the combination is claimed then it may be possible that a 
restriction by original presentation will be in order. 

MPEP 21 14 recites that: 

"APPARATUS CLAIMS MUST BE STRUCTURALLY DISTINGUISHABLE FROM THE 
PRIOR ART 

>While features of an apparatus may be recited either structurally or functionally, claims< 
directed to >an< apparatus must be distinguished from the prior art in terms of structure 
rather than function. >In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 
1431-32 (Fed. Cir. 1997)" 

An example of structurally distinguishing over the prior art would be the claimed invention to a 
circuit sets forth a static induction transistor whereas the prior art shows a bi-polar transistor structure for 
the circuit. Figure 2A of the elected invention shows black boxes for structure and so does the prior art 
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(See Figure 1 of Uriya). The invention made obvious provides for black boxes that provide for frequency 
hopping, i.e. the changing of frequency from one value to another. This is the same arrangement of black 
boxes as shown in Figure 2A of the instant invention. Thus the examiner really believes that real solid 
structure needs to be claimed in order to over come the rejection at hand. 

Applicants amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Michael B. Shingleton whose telephone number is (571) 272-1770. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Ken 
Parker, can be reached on (571) 272-2298. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-2 1 7-9 1 97 (toll-free). 
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